TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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Appl i cati on 08/ 408, 225

ON BRI EF

! Application for patent filed March 22, 1995. According
to appellants, the application is a continuation-in-part of
Application 08/143,835, filed Cctober 27, 1993, abandoned;
which is a division of Application 07/818,853, filed January
10, 1992, now Patent No. 5,300,119, issued April 5, 1994.
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Appeal No. 97-3294
Application 08/408, 225

Before STONER, Chief Administrative Patent Judge, and CALVERT
and COHEN, Adm nistrative Patent Judges.

COHEN, Adninistrative Patent Judge.
DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains
1 through 6 and 14 through 16, all of the clains remaining in
t he application.?

Appel lants’ invention pertains to a device for
insertion into an opening of a human body. An understandi ng
of the invention can be derived froma readi ng of exenplary
claims 1 and 14, copies of which appear in the APPENDI X to
appel l ants’ main brief (Paper No. 15).

As evi dence, the exam ner has applied the docunent
i sted bel ow
Blomet al. (Blom 4,911, 716 Mar. 27, 1990

A reference of record in this application, applied
in a new ground of rejection, infra, is:

Friese 4,610, 659 Sep. 9, 1986

2 W note that the present application, indicated to be a
di vi sion of application Serial No. 07/818, 853 that natured
into U S. Patent No. 5,300,119, includes a TERM NAL DI SCLAI MER
(Paper No. 8) based upon the specified patent.
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The follow ng rejections are before us for review

Claim6 stands rejected under 35 U.S.C. § 112,
second paragraph, as being indefinite.

Claims 1 through 5 and 14 through 16 stand rejected
under 35 U.S.C. § 102(b) as being anticipated by Bl om

Claim6 stands rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Bl om

The full text of the exami ner's rejections and
response to the argunent presented by appellants appears in
the answer (Paper No. 16), while the conplete statenent of
appel l ants’ argunent can be found in the main and reply briefs

(Paper Nos. 15 and 17).

OPI NI ON
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In reaching our conclusion on the issues raised
in this appeal, this panel of the board has carefully con-

sidered appellants’ specification and clains,® the applied

patent,* and the respective viewdoints of appellants and the

exam ner. As a consequence of our review, we neke the

determ nati ons which foll ow.

The i ndefiniteness issue

We reverse the examner’s rejection of claim®6 under

35 U.S.C. 8§ 112, second paragraph, as being indefinite.

® W understand the recitation of “apparatus” in dependent
claims 2 through 5 and clains 15 and 16 to correspond to the
“conbi nati on” of respective parent clainms 1 and 14. The noted
| anguage shoul d be made consistent during any further prosecu-
tion before the exam ner.

4 1n our evaluation of the applied patent, we have consid-
ered all of the disclosure thereof for what it would have
fairly taught one of ordinary skill in the art. See In re
Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA 1966). Addi -
tionally, this panel of the board has taken into account not
only the specific teachings, but also the inferences which one
skilled in the art woul d reasonably have been expected to draw
fromthe disclosure. See In re Preda, 401 F.2d 825, 826, 159
USPQ 342, 344 (CCPA 1968).
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A consi deration of the content of parent claim1l and
claim6 reveals to us that the subject matter of claim®6 is
definite in neaning, i.e., the netes and bounds of the clained
subject matter is determ nable, as explained bel ow

Caimlis drawn to a conbination. As set forth
in claim1l, the conbination includes a defined device and a
retainer. No |language is present in claiml reflecting that
the conbination is restricted exclusively to the device and
retainer. Thus, the |language in dependent claim®6, i.e,

“['t] he

conmbi nation of claim1 further conprising an instrunent”,
sinply and clearly sets forth, fromour perspective, the
instrument as an additional entity of the open-ended

conbi nation of claim1. Accordingly, we perceive claim6 to be
readi |l y understandabl e and, hence, definite under 35 U. S.C. §

112, second paragraph.

The anticipation issue
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W reverse the rejection of clains 1 through 5 and
16 under 35 U.S.C. § 102(b), but affirmthe rejection of

clainms 14 and 15 on the same ground.

Clainms 1 through 5

I ndependent claim1 requires, inter alia, a device
body having a flexible first flange provided “on an outside
surface of the device body,” with the first flange having a
depl oyed, use orientation in which it “projects generally
outwardly fromthe outside surface of the device body.”

It is apparent to us that one versed in the art

woul d fairly appreciate the di anond shaped esophageal end 404
of
the helical coil spring inplant 400 of Blom (Figs. 12 through
15) as a flange-like structure relative to the remaining
portion of the coil spring. Nevertheless, we find ourselves

in accord with

appel l ants’ view that the teaching of Bl om does not address a

flange “provided on an outside surface” of a device body, as
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expressly set forth in claiml. More specifically, we

under stand the noted di anond shaped esophageal end of the

i nplant of Blomas a deforned coil that sinply follows
uniformcoils of the main inplant body. Accordingly, it is
the viewpoint of this panel of the board that this deforned
coil (flange-like structure) at the end of a coil spring
cannot be said to be “provided on an outside surface”
(underlining added for enphasis) of a device body, as now
claimed. Accordingly, the rejection of clainms 1 through 5 is

rever sed.

Cains 14 and 15

Claim14 requires, inter alia, a device including a
resiliently defl ectable device body having an insertion cross
section transverse to its longitudinal extent which is
insufficient to fill an opening in a human body and a | arger
use cross section transverse to its |longitudinal extent, and a
retai ner renovable to permt deploynent of the device body to
its use cross section. Caim15 specifies the retainer as

bei ng soluble in a fluid.
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The |l aw of anticipation does not require that a
reference teach specifically what an appell ant has di scl osed
and is claimng but only that the clains on appeal "read on"
sonet hing disclosed in the reference, i.e., all limtations of

the claimare found in the reference. See Kalman v. Kinberly-

Adark Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. G r

1983); cert. denied, 465 U S. 1026 (1984).

Wth the above in mnd, we conclude that the content
of clainms 14 and 15 reads on the teaching of Blom In
particul ar, and using the | anguage of appellants’ clains, we
recogni ze the esophageal end 402 of Blomas a resiliently
defl ect abl e devi ce body having an insertion cross section
(Figure 14) which is insufficient to fill the esophagus (an
openi ng in a human body) and having a | arger use cross section
(Fig. 15); the retainer 416 being soluble in fluid (colum 10,
lines 10 through 12), i.e., the retainer is renovable. 1In
light of the above, we affirmthe rejection of clains 14 and
15 under 35 U. S.C. § 102(b).

The argunent advanced by appell ants does not

persuade us as to the patentability of clains 14 and 15.
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Contrary to the view set forth in the main brief (pages 12,
13, 19 and 20), we determ ned, supra, that the content of

claims 14 and 15 was antici pated by the Bl om patent.

Claim 16

We reverse the rejection of claim16, a claim
requiring nmeans for introducing fluid into contact with a
retainer soluble in fluid. Bl omdiscloses the dissolving of
hal f of a gelatin capsule (retainer) 416 upon contact with
saliva and mucus, i.e., naturally occurring body fluids.
Sinply stated, we discern no teaching in Blomof a distinct
structure that would be enconpassed by the neans for
introducing a fluid into contact wwth the retainer, as

speci fied by claiml16.

The obvi ousness i ssue

We reverse the rejection of claim6 under 35 U.S. C

§ 103.



Appeal No. 97-3294
Application 08/408, 225

At the outset, we, of course, keep in mnd that the
burden is on the Patent and Trademark Office to establish a prinma

facie case of obviousness. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Evidence provides
the basis for a determ nation that clained subject matter is
unpat entabl e under 35 U . S.C. 8 103. In the circunstance of
claim®6, a conclusion of obviousness is made by the exam ner
relative to a specifically disclosed (specification, pages 9
and 10, and Figs. 8 through 10) and clained instrunment (tube
80) wi t hout

any evi dence what soever being relied upon. Lacking evidence
of obvi ousness, we are constrained to reverse the rejection of

claim®é.

New ground of rejection

Under the authority of 37 CFR § 1.196(b), we

i ntroduce the foll ow ng new ground of rejection.
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Claim14 is rejected under 35 U S.C. 8§ 102(b) as
bei ng antici pated by Friese.?®

The content of claim 14 is readable upon a typica
tanpon pack, e.g., the tanmpon packs as disclosed in the Friese
docunent .

In summary, this panel of the board has:

reversed the rejection of claim®6 under 35 U S. C
8 112, second paragraph, as being indefinite;

reversed the rejection of clainms 1 through 5 and 16
under 35 U.S.C. § 102(b) as being anticipated by Bl om but
affirnmed the rejection of clains 14 and 15 on the sane ground;

and

reversed the rejection of claim6 under 35 U.S.C. §

103 as bei ng unpatentabl e over Bl om

® The Friese reference was listed on appellants’ “I NFORVA-
TI ON DI SCLOSURE STATEMENT” (Paper No. 3).
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Addi tionally, we have introduced a new ground of
rejection for claim14 pursuant to our authority under 37 CFR
8§ 1.196(b).

The decision of the examner is affirnmed-in-part.

In addition to affirmng the exam ner’s rejection
of one or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131,
53,197 (Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice
63, 122 (Cct. 21, 1997)). 37 CFR § 1.196(b) provides that
“[a] new ground of rejection shall not be considered final for
pur poses of judicial review”

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing wwthin two nonths fromthe date

of the original decision.

37 CFR 8§ 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI S| QN, nust exer -

cise one of the following two options with respect to the new
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ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c)) as to the rejected clains:
(1) Submt an appropriate anendnent of

the clains so rejected or a show ng of

facts relating to the clains so rejected,

or both, and have the matter reconsi dered

by the exam ner, in which event the

application wll be renmanded to the

exam ner.

(2) Request that the application be

reheard under 8§ 1.197(b) by the Board of

Pat ent Appeal s and Interferences upon the

sanme record.

Shoul d the appellants elect to prosecute further
before the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b) (1),
in order to preserve the right to seek review under 35 U. S C
88 141 or 145 with respect to the affirned rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirnmed rejection is
over cone.

If the appellants el ect prosecution before the
exam ner and this does not result in allowance of the

appl i cation, abandonnent or a second appeal, this case should

be returned to the Board of Patent Appeals and Interferences
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for final action on the affirmed rejection, including any

tinmely request for rehearing thereof.

No tinme period for taking any subsequent action in
con-nection with this appeal nay be extended under 37 CFR §
1.136(a).

AFFI RVED- | N- PART
37 CFR 8§ 1.196(b)

BRUCE H. STONER, JR.
Chief Adm nistrative Patent Judge

BOARD OF PATENT
| AN A, CALVERT APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

| RWN CHARLES COHEN
Adm ni strative Patent Judge

N N N N N N N N N N N
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Bar nes & Thor nburg

1313 Merchants Bank Buil di ng
11 South Meridian Street

I ndi anapolis, I N 46204
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